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DETAILED ACTION 

1. This communication is responsive to the original application filed 03/3 1/2004. 
This action is Non-Final. Claims 1-39 are pending and have been examined. 

Claim Rejections - 35 USC § 101 



35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



3. Claims 14-26 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

As to claim 14, a "computer program usable medium" is being recited; 
however, as disclosed by the specification sections, the claims are directed to data 
signal and electromagnetic carrier wave that carries solely the signal, which constitute 
non-statutory subject matter. 

As such, claims 15-26 are rejected as incorporating the deficiencies of a claim 
upon which it depends. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-3, 6-16, 21-29 and 32-38 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Martinez et al. (US Patent 6,147,683). 



The Examiner has pointed out particular references contained in the prior 
arts of record in the body of this action for the convenience of the Applicant. 
Although the specified citations are representation of the teachings in the art 
and are applied to the specific limitations within the individual claim, other 
passages and figures may apply as well. The Applicant should consider the 
entire prior art as applicable as to the limitations of the claims. It is 
respectfully requested from the Applicant, in preparing the response, to 
consider fully the entire references as potentially teaching all or part of the 
claimed invention, as well as the context of the passage as taught by the prior 
arts or disclosed by the Examiner. 

As claims 1, 14 and 27, Martinez teaches a method of displaying information 
(Abstract; fig. 2), comprising: 

presenting a first subset of information (fig. 3-14, label 127; "List Item 5-26") of a file 
(col. 5, lines 64-66; fig. 15; col. 8, lines 23-25) in a scrollable area (fig. 15, labels 340A- 
340B; col. 8, lines 21-22), the first subset of information comprising, at least in part, a 
second subset of information (fig. 5, label "List Item 11"), the second subset of 
information being designated as a materialization entity (col. 6, lines 47-51, that the "List 
Item 11" is selected as a materialization entity); 

and when the file in the scrollable area is scrolled (fig. 6, label 340; col. 6, lines 60-62) 
and at least a portion of the materialization entity is scrolled out of the scrollable area 
(fig. 6, label 127; col. 6, lines 63-64), displaying the materialization entity, at least in part, 
in a materialization area (fig. 6, label 129B; col. 6, lines 65-67, that the selection marker 
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129B that marks the selection of item 11). 

The difference between claim 14 to claim 1 is Martinez further teaches a 
computer program usable medium (fig. 1, labels 130, 155, 195; col. 3, lines 23-27) 
embodying one or more instructions executable by a computer for performing a method 
of displaying information (fig. 1, label 126; col. 3, lines 23-27; col. 4 lines 27-32). 

The difference between claim 27 to claim 1 is Martinez further teaches a 
processor (fig. 1, label 110; col. 4, lines 27-32) and a memory storing instructions (fig. 1, 
label 120; col. 4, lines 27-32). 

As claims 2, 15 and 28, Martinez further teaches: 
associating a materialization attribute with the materialization entity to designate the 
second subset of information as the materialization entity (col. 3, lines 2-5; fig. 13-14, 
labels 129D-F; col. 8, lines 3-7, that the second subset of information is selection 
markers 129D-F). 

As claims 3, 16 and 29, Martinez further teaches the scrollable area is in a 
window (fig. 17, labels 127, 340A-B; col. 8, lines 27-31) and the materialization area is 
also in that same window (fig. 17, labels 129G-H; col. 8, lines 27-31). 

As claims 6, 21 and 32, Martinez further teaches the at least a portion of the 
materialization entity is scrolled out of view (fig. 6, label 127; col. 6, lines 63-64), 
displaying the materialization area (fig. 6, label 129B; col. 6, lines 65-67, that the 
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selection marker 129B that marks the selection of item 11). 

As claims 7, 22 and 33, Martinez further teaches: 
displaying the materialization area in response to a user activation (col. 6, lines 20-22, 
lines 30-34; fig. 4, labels 129A, "List Item 7"). 

As claims 8 and 34, Martinez further teaches when the materialization entity is 
scrolled back into the scrollable area, deleting the materialization window containing the 
materialization entity (col. 8, lines 53-59, that the materialization area/window (scroll bar) 
is not required, therefore it is deleted/not shown). 

As claims 9, 23 and 35, Martinez further teaches wherein a third subset of the 
information of the file is designated as an additional materialization entity (fig. 10, label 
1010; col. 7, lines 34-41); 

and when at least a portion of the additional materialization entity is scrolled out of view 
(fig. 8, label 127, that "List Item 21-25" is selected; fig. 10, label 127, that the selected 
item list is scrolled out of view), displaying the additional materialization entity (fig. 10, 
label 1010; col. 7, lines 34-41, at least in part, in the materialization area (col. 5, lines 53- 
58, that a separate bar or display (second materialization area) is provided for the 
selection markers 129 (first materialization area); 

As claims 10 and 36, Martinez further teaches the materialization entity is 
scrolled back into the scrollable area, deleting the materialization entity from the 
materialization area (col. 5, lines 59-61, that when the user can view the "List Item" and 
de-select the materialization, the view must be scrolled back into the scrollable area, 
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when the user de-selected the selected item, the corresponding marker is removed). 

As claims 1 1 , 24 and 37, Martinez further teaches: 
in response to a user signal with respect to the materialization entity in the 
materialization area, scrolling the file such that the materialization entity is displayed in 
the scrollable area (fig. 8; fig. 10, labels 129C, 1010; col. 7, lines 22-27, 34-41). 

As claims 12, 25 and 38, Martinez further teaches the materialization entity is 
associated with a materialization entity designation of temporary, further comprising: 
when the file is closed, disassociating the materialization attribute from the 
materialization entity (col. 3, lines 56-64; col. 5, lines 62-66, that when the user is done 
navigating the file of those selected items in the list as well as the marker in the 
materialization area/scroll bar/attribute are temporary for viewing, therefore, they are 
disassociated when the file is closed). 

As claims 13, 26 and 39, Martinez further teaches the materialization entity is 
associated with a materialization entity designation of permanent, further comprising 
when the materialization entity designation is permanent, storing the materialization 
entity designation in persistent storage (fig. 13, labels 129D, 129E, 340; col. 8, lines 1- 
12, that when the user performs a copy of the selected files/materialization entity to 
another directory/floppy disk, they are stored in the persistent storage). 



Claim Rejections - 35 USC §103 
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6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to 
which said subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 

7. Claims 4-5, 17-20 and 30-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Martinez. 

As claims 4, 17 and 30, Martinez further teaches the scrollable area is in a first 
window (fig. 3, labels 127, 320-330; col. 6, lines 5-13; fig. 15, labels 340A-B, col. 8, lines 
21-22), and wherein the materialization area is in a second area (fig. 4, label 129A; col. 
6, lines 30-34), different from the first window, to provide a materialization window (col. 
6, lines 35-38, that the first window displays the selected list items, which will be marked 
as the selected marker in the scroll bar (materialization area)). 

Martinez does not specifically teach the second area is the second window. 

However Martinez teaches providing the second area is a separate display 
portion (window) (fig. 4, label 129A; col. 6, lines 30-34; col. 8, lines 53-59). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention that 
such a separate display portion (window) could be a second window to display the 
graphical elements. 

As claims 5, 18 and 31, Martinez further teaches the materialization window is 
adjacent to the first window (fig. 4, labels 127, .340; col. 6, lines 7-13, that the slider 340, 
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which contains the selected markers, is adjacent to the window 127). 

As claim 19, Martinez further teaches when the materialization entity is scrolled 
back into the scrollable area, deleting the materialization window containing the 
materialization entity (col. 8, lines 53-59, that the materialization area/window (scroll bar) 
is not required, therefore it is deleted/not shown). 

As claim 20, Martinez further teaches the materialization entity is scrolled back 
into the scrollable area, deleting the materialization entity from the materialization area 
(col. 5, lines 59-61 , that when the user can view the "List Item" and de-select the 
materialization, the view must be scrolled back into the scrollable area, when the user 
de-selected the selected item, the corresponding marker is removed). 

Conclusion 

8. The prior art made of record on form PTO-892 and not relied upon is considered 
pertinent to applicant's disclosure. Applicant is required under 37 C.F.R. 1 .1 1 1(c) to 
consider these references fully when responding to this action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thuy Osberg whose telephone number is 571-270-1258. 
The examiner can normally be reached on Monday-Friday (8:30AM-5 :00PM). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Weilun Lo can be reached on 571-272-4847. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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